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DETAILED ACTION 
Election/Restrictions 
1 . Applicant's election with traverse of Group I (claims 1-10) in Paper No. 10 is 
acknowledged. 

Applicants argue "Applicants filed the claims of the present divisional application in 
reliance on the claim grouping made by the U.S. Patent Office in [the] parent case, U.S.S.N. 
09/374,962". (pg. 1 of Applicants response) Also, Applicant asserts that the claims of Group II- 
V were "mistakenly referred to being directed to methods", and that Groups II-V "are in fact also 
directed to libraries of nucleic acids." (pg. 2 of Applicants response) 

Applicant's arguments have been considered, but are not persuasive for the following 
reasons. First, Applicants argument for regrouping Groups I-V together based on their 
"reliance" on a previous grouping of claims does not have support in the MPEP. With respect to 
Applicants second argument, the groups are drawn to different nucleic acid molecules (made by 
different methods) and have been properly restricted. Claim 1 (Group I) is simply drawn to "a 
library of nucleic acid molecules, each molecule comprising an open reading frame and lacking 
the 3 '-untranslated region normally associated with said open reading frame". However, in 
claim 1 1 (Group II), the DNA molecule undergoes a series of treatment steps that materially 
alters the structure of the DNA molecule, alterations that are not required by claim 1 (which is 
not even solely drawn to DNA molecules as is claim 1 1). Thus, the nucleic acid of Group I and 
the nucleic acid of Group II are distinct products. The nucleic acid of Group I and the nucleic 
acids of Groups III-IV are also materially different and distinct products because Group III 
requires RNA-DNA duplexes and the removal of stop codons (claim 13), Group IV requires the 
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removal of stop codons and Group V requires random primer extension, which are all not 
required in Group I. In addition to the distinctness of the nucleic molecules of Groups I-V, an 
undue search burden exists if all groups were to be searched together. Each group is drawn to 
specific steps for making the claimed nucleic acid molecules. These different method steps 
require searching in unrelated areas, for example, Group II requires searching for exonucleases 
and single-stranded nucleases, Group III requires searching for a "pausing of [a] translation 
reaction mixture ribosome", Group IV requires searching for Type IIS restriction enzymes and 
Group V requires searching for primers comprising a 5' region which lacks a stop codon in at 
least one reading frame and a random 3' region. All of these searches are clearly distinct from 
the search of Group I. 

Finally, is also noted that while claim 17 was originally grouped together with Group I, 
after further consideration, it has been determined that claim 17 should be grouped with Group 
III. It is Group III, not Group I, that requires "translating a library of mRNA molecules 
comprising open reading frames in vitro in a translation reaction mixture lacking functional 
translation release factor activity" for making the claimed DNA molecule. This language that is 
found in Group III is also found in claim 17. 

Therefore, this restriction is made FINAL. Claims 1-10 have been examined on the 

merits. 

Claim Rejections - 35 USC § 112 
2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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3. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A) Claims 1-10 are indefinite over "normally associated with said open reading frame" 
because it is not clear as to what is meant by "normally associated with said open reading frame" 
or how one determines whether the 3 '-untranslated region is "normally associated" with said 
ORF. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

5. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Szostak et al. 
(USPN 6214,553). 

Szostak teaches methods of making and using libraries of proteins encoding RNA-protein 
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fusions. Specifically, Szostak teaches populations of RNA-protein fusions can comprise more 
than one RNA, rriRNA, DNA, RNA-protein fusion or any two or more covalently bonded 
naturally or modified ribonucleotide molecules, and may comprise more than 10 5 members (col. 
1-3, col. 4, In. 63 to col. 5, In. 3 and col. 5, In. 17-21). Szostak teaches that the nucleic acid 
molecule includes an open reading frame (see for example, col. 16, In. 30-61) 

Szostak also teaches that the nucleic molecule can be from a eukaryotic organism or "in 
priciplc.any translation system which allows formation of an RNA-protein fusion which does 
not significantly degrade the RNA portion of the fusion is useful in the invention." (col. 14, In. 
10-48, col. 29, In. 15-61 and col. 40, In. 55 to col. 41, In. 14). 

Szostak (col. 41, In. 59 to col. 42, In. 22) also teaches: 

The RNA-protein fusion technology is also useful for screening cDNA libraries 
and cloning new genes on the basis of protein-protein interactions. By this method, a 
cDNA library is generated from a desired source (for example, by the method of Ausubel 
et al., supra, chapter 5). To each of the candidate cDNAs, a peptide acceptor (for 
example, as a puromycin tail) is ligated (for example, using the techniques described 
above for the generation of LP77, LP154, and LP160). RNA-protein fusions are then 
generated as described herein, and the ability of these fusions (or improved versions of 
the fusions) to interact with particular molecules is then tested as described above. If 
desired, stop codons and 3' UTR regions may be avoided in this process by either (i) 
adding suppressor tRNA to allow readthrough of the stop regions, (ii) removing the 
release factor from the translation reaction by immunoprecipitation, (iii) a combination of 
(i) and (ii), or (iv) removal of the stop codons and 3' UTR from the DNA sequences. 

The fact that the interaction step takes place in vitro allows careful control of the 
reaction stringency, using nonspecific competitor, temperature, and ionic conditions. 
Alteration of normal small molecules with non-hydrolyzable analogs (e.g., ATP vs. 
ATPgS) provides for selections that discriminate between different conformers of the 
same molecule. This approach is useful for both the cloning and functional identification 
of many proteins since the RNA sequence of the selected binding partner is covalently 
attached and may therefore be readily isolated. In addition, the technique is useful for 
identifying functions and interactions of the -50-100,000 human genes. .. 



Accordingly, Szostak teaches all of the limitations claimed by the instant application. 
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Conclusion 



6. 



No claims are allowable. 



Correspondence 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alexander H. Spiegler whose telephone number is (703) 305- 
0806. The examiner can normally be reached on Monday through Friday, 7:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (703) 308-1 119. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4242 and (703) 305- 
3014. Applicant is also invited to contact the TC 1600 Customer Service Hotline at (703) 308- 
0198. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 





Alexander H. Spiegler 
February 24, 2003 
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